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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
4/19/2010 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to the independent claims have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-6 are rejected under 35 U.S.C. 101 as not falling within one of 
the four statutory categories of invention. Supreme Court precedent and recent Federal 
Circuit decisions indicate that a statutory "process" under 35 U.S.C. 101 must (1) be 
tied to another statutory category (such as a particular apparatus), or (2) transform 
underlying subject matter (such as an article or material) to a different state or thing. 
While the instant claim(s) recite a series of steps or acts to be performed, the claim(s) 
neither transform underlying subject matter nor positively tie to another statutory 
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category that accomplishes the claimed method steps, and therefore do not qualify as a 
statutory process. 

Regarding claims 1-6, some of the steps detailed in these claims can be 
reasonably interpreted as being performed by a user rather than a computing device. 
Because of this ambiguity in the claim language, the Examiner suggests that the claim 
language be amended to claim a computer implemented method. 

4. Claims 7-1 2 are rejected under 35 U.S.C. 1 01 because the claimed 
invention is directed to non-statutory subject matter. 

Regarding claims 7-12, it is not explicitly stated in the claim language if the 
computer readable medium is a non-transitory entity. In order to avoid ambiguity in the 
claim language, the Examiner suggests that the claim language consist of the phrase 
"non-transitory signal." 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 -1 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Ogaki(U.S. 6,771 ,383) in view of Mei(U.S. 6,236,831 ), Douglin(U.S. 6,61 9,695), 
Leinhos(U.S. 5,721,813), and Asao(U.S. 7,066,460). 

Regarding claim 13, Ogaki teaches a printing system for processing separator 
pages(Column 4, lines 46-47 describes a separator sheet) used for separating print 
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jobs being output from said printing system, said printing system comprising: a printer 
device(Machine 1 in figure 1); an input device for providing an input separator page to 
said printer for identifying a second print job(Column 8, lines 1-10 teaches the 
detection of separator sheet. This, in turn, inherently teaches a device that 
provides the separator sheet to the printing unit.); said printer device being operable 
for printing second printing job information thereby providing a second print job 
separator page. (Figure 13 illustrates that a separator page is printed with each job 
or document. This implies the existence of the second print job separator page.) 

But Ogaki does not teach an image acquisition device arranged between an input 
device and a printer device, the image acquisition device being operable for optically 
obtaining image information identifying information contained on an input page; 
processing means coupled to the image acquisition device for determining if the 
inputted page contains a first information by optically identifying a first set of end 
markers on the page, the printer device being operable for obscuring the first set of 
information and the first set of end markers on the input page if the first information is 
determined to be present on the page, the printer device being operable for printing 
second information on input page between a second set of end markers at a 
predetermined position relative to the obscured first print information thereby providing a 
second page. 

Mei, on the other hand, teaches an image acquisition device(Scanner device 
104 detailed in column 2, lines 60-64) arranged between an input device and a printer 
device, the image acquisition device being operable for optically obtaining image 
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information identifying information contained on an input page(Column 3, lines 1-10 
discloses the ability to optically scan the inputted page.); processing means 
coupled to the image acquisition device for determining if the inputted page contains a 
first information by optically identifying a first set of end markers on the page(Column 2, 
lines 31-35 teaches identification of marks on the scanned page. This, in turn, 
inherently teaches the processing means stated in the claim language. Also, note 
that the marks stated in the Mei reference read on the first set of information and 
its corresponding end markers stated in the claim language.), the printer device 
being operable for obscuring the first set of information and the first set of end markers 
on the input page if the first information is determined to be present on the 
page(Column 2, lines 35-38 and column 2, lines 55-60 teach concealing the 
detected marks.), the printer device being operable for printing second information on 
input page between a second set of end markers at a predetermined position relative to 
the obscured first print information thereby providing a second page. (Column 8, lines 
20-27 teaches printing a second image on the recycled sheet.) 

Therefore, it would have been obvious for one of ordinary skill in the art, at the 
time of the present invention, to modify Ogaki with Mei to put forth a printing system 
wherein a separator sheet can be reused for a plurality of print jobs wherein the 
separator sheet is scanned for prior information and erasing the prior information for 
newer information. 

The motivation behind this modification simply is to put forth an efficient 
apparatus that saves paper. 
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But Ogaki and Mei do not explicitly teach a printer device being operable for 
obscuring print job information on a sheet and inputting new print job information on the 
sheet. 

Douglin, on the other hand, teaches a printer device being operable for obscuring 
print job information on a sheet and inputting new print job information on the sheet. 
(Column 3, lines 5-28 discloses a reusable fax cover sheet that is used for a 
plurality of print jobs. Prior job information is erased for newer job information.). 

Therefore, it would have been obvious for one of ordinary skill in the art, at the 
time of the present invention, to modify Ogaki and Mei with Douglin to put forth a 
printing system for processing separator pages used for separating print jobs being 
output from said printing system, said printing system comprising: a printer device; an 
input device for providing an input separator page to said printer for identifying a second 
print job; an image acquisition device arranged between said input device and said 
printer device, said image acquisition device being operable for optically obtaining 
image information identifying information contained on said input separator page; and 
processing means coupled to said image acquisition device for determining if said input 
separator page contains first print job information indicating use of the input separator 
page as a first print job page by optically identifying a first set of end markers on the 
input separator page, said printer device being operable for obscuring said first print job 
information and the first set of end markers if said first print job information is 
determined to be present on said input separator page, said printer device being 
operable for printing second print job information on said input separator page between 
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a second set of end markers at a predetermined position relative to said obscured first 
print job information thereby providing a second print job separator page. 

The motivation behind combining Ogaki and Mei with Douglin is to prevent the 
wasteful usage of paper by re-using the same separator page for a plurality of print jobs. 
Here, only the separator page information need to be changed. 

Yet, the combination of Ogaki, Mei, and Douglin fails to teach the ability to 
determined if all machine readable regions on a page have been filled and outputting 
more information on a page if all machine readable regions on a page have not been 
filled. 

Leinhos, on the other hand, teaches the ability to determine if all machine 
readable regions on a page have been filled and outputting more information on a page 
if all machine readable regions on a page have not been filled. (Column 7, lines 20-40 
discloses the ability to see if more items can be printed on label sheet 42. If so, 
then more printing is permitted.) 

Therefore, it would have been obvious for one of ordinary skill in the art, at the 
time of the present invention, to modify Ogaki, Mei, and Douglin with Leinhos to put 
forth forth a printing system for processing separator pages used for separating print 
jobs being output from said printing system, said printing system comprising: a printer 
device; an input device for providing an input separator page to said printer for 
identifying a second print job; an image acquisition device arranged between said input 
device and said printer device, said image acquisition device being operable for 
optically obtaining image information identifying information contained on said input 
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separator page; and processing means coupled to said image acquisition device for 
determining if said input separator page contains first print job information indicating use 
of the input separator page as a first print job page by optically identifying a first set of 
end markers on the input separator page, said printer device being operable for 
obscuring said first print job information and the first set of end markers if said first print 
job information is determined to be present on said input separator page and 
determining if all machine readable regions on the input separator page have been 
obscured, said printer device being operable for printing second print job information on 
said input separator page between a second set of end markers at a predetermined 
position relative to said obscured first print job information thereby providing a second 
print job separator page if all machine readable regions on the input separator page 
have not been obscured. 

The motivation behind the modification is to yield a system that permits the 
output of information on a page only if there is space on the page. Otherwise, the 
output would be invalid and of no use to a user. Because of this modification, greater 
efficiency is realized. 

Yet, the combination of Ogaki, Mei, Douglin, and Leinhos fails to teach discarding 
a page if all machine readable regions on the page have been filled. 

Asao, on the other hand, teaches discarding a page if all machine readable 
regions on the page have been filled. (Column 20, lines 50-67 and column 21, lines 
20-40 ) 
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Therefore, it would have been obvious for one of ordinary skill in the art, at the 
time of the present invention, to modify Ogaki, Mei, Douglin, and Leinhos with Asao to 
fully put forth the system claimed in claim 13. 

The motivation behind this modification is to get rid of unusable sheets. 

Regarding claim 1 , it is rejected in the same manner as claim 13 since a 
corresponding method is disclosed in claim 1. 

Regarding claim 7 , it is rejected in the same manner as claim 13 since it 
discloses a program that corresponds to the system claimed in claim 13. Furthermore, 
column 7, lines 62-67 of the Mei reference teaches a storage device that is connected 
to a processor which performs the functions. 

Regarding claims 4, 10, and 16 , the aforementioned combination of Ogaki, Mei, 
and Douglin additionally teaches that the determining is accomplished by obtaining a 
photo image of said input separator page. (Column 2, lines 30-35 of Mei teaches 
scanning and storing an image of a sheet. And Ogaki, in column 7, lines 40-50, 
teaches the detection of a separation sheet. Therefore, the combination 
obviously teaches the subject matter claimed in the respective claims.) 

Regarding claims 5,11, and 1 7 , Ogaki additionally teaches printing said second 
print job; assembling said second print job with said second print job separator page; 
and outputting said second print job with said second print job separator page from said 
printer. (Note that column 8, lines 7-15 teaches that a separator page is attached to 
each print job, and the combined documents are outputted accordingly.) 
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Regarding claims 6, 12, and 18 , Douglin further teaches inputting said second 
print job separator page containing said second print job information for receiving by 
said printer system for processing a third input separator page to be used to identify a 
third print job. (Column 3, lines 5-28 discloses a re-usable sheet. This implies 
more than one jobs, so a second and third jobs are established in the teaching. 

Regarding claims 2, 8, and 14 , Mei further teaches obtaining a bit map 
image(Column 2, lines 38-45 teaches scanning a page. This reads on obtaining a 
bit mapped image.) 

Regarding claims 3, 9, and 15 , Mei teaches scanning a page using an optical 
scanning device (Column 2, lines 38-45 teaches scanning a page.) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ASHISH K. THOMAS whose telephone number is 
(571)272-0631 . The examiner can normally be reached on Mon-Fri from 0700-1530 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on 571-272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ashish K Thomas/ 
Examiner, Art Unit 2625 

/David K Moore/ 

Supervisory Patent Examiner, Art Unit 2625 



